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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 23 and 25 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US 6,197,034 to Gvozdic et al. 

Gvozdic discloses a surgical dispensing instrument comprising an ink cartridge 2 
defining an enclosed internal chamber (see Fig. 2); a sterile tattoo ink 6 disposed within 
the enclosed internal chamber of the ink cartridge; and a surgical needle 10 removably 
mounted to said ink cartridge (Fig. 3); wherein the ink cartridge is substantially flexible 
(col. 8, line 10); wherein the instrument further comprises a removable enclosure or 
endcap for covering the port of the ink cartridge to prevent the ink from drying (col. 8, 
lines 52-55); and wherein the needle is fully capable of being removed from the ink 
cartridge via any type of cutting means. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person liaving ordinary skill in tiie art to wliicli said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 12, 14-16, 24 and 26-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6,197,034 to Gvozdic et al. in view of US 2,679,246 to Cohen. 

(claims 12 and 26) Gvozdic discloses a surgical dispensing instrument 
comprising an ink cartridge 2 defining an enclosed internal chamber (see Fig. 2); a 
sterile tattoo ink 6 disposed within the enclosed internal chamber of the ink cartridge; 
and a surgical needle 10 removably mounted to said ink cartridge (Fig. 3); wherein the 
ink cartridge is substantially flexible (col. 8, line 10). 

Gvozdic is silent with regards to the surgical needle having an internal thread for 
engaging the cartridge (means for releasably coupling the needle from the cartridge); 
wherein the cartridge has a port in communication with the needle. 

However, the use of a separate needle from a cartridge holding a fluid is well 
known in the art. For example, Cohen discloses an instrument for dispensing fluids, the 
instrument comprising a needle housing 12 having an internal thread for mating with a 
cartridge housing 10 having a port insertable into a lumen of the needle housing (see 
Figs. 1-2). 
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Therefore, it would have been a mere obvious design choice to one of ordinary 
skill in the art at the time the invention was made to modify the invention of Gvozdic to 
have a separate needle since such an arrangement is well known in the art, as 
disclosed by Cohen. Furthermore, it has been held that constructing a formerly integral 
structure in various elements involves only routine skill in the art. In re Dulberg, 289 
F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961). It has also been held that the use of 
a known technique (separable needle) to improve similar devices (fluid injection) in the 
same way would provide predictable results and would be obvious to one of ordinary 
skill In the art. KSR Int'l Co. v. Teleflex Inc., 127 S.Ct. 1727, 1742, 82 USPQ2d 1385, 
1396 (2007). 

(claims 14-16 and 24) The device of Gvozdic, as modified by Cohen, discloses a 
removable needle. It is also noted that Cohen discloses an end cap enclosure 13 that is 
capable of securing the port of the Ink cartridge when needle portion 20 Is absent In the 
needle housing 12; wherein the end cap enclosure is releasably mounted to said 
cartridge via the needle housing 12. Thus, it would be obvious to provide the end cap 
enclosure of Cohen to the modified device of Gvozdic in order to provide a cover for the 
needle when the device Is not In use. 

(claims 27 and 28) The modified device of Gvozdic has a member adjacent the 
port; wherein the member can be a needle 20 or an endcap 13. 

With regard to the use of the term "adjacent" in the limitation "...a member 
mounted to said ink cartridge adjacent said port...", it is noted that "adjacent" is a 
relative term and does not convey any specific dimension or distance between the 
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mennber and the port. As such, the indirect connection between the endcap 13 to the 
port via the needle housing 12 is viewed as being adjacent the port. The claim also 
does not specify that the endcap is directly mounted to the cartridge. Since the claim 
uses the transitional phrase "comprising", it allows for other elements to be present in 
the invention and between structures. 

Response to Arguments 

6. Applicant's arguments with respect to claims 12, 14-16, 24 and 26-28 have been 
considered but are moot in view of the new ground(s) of rejection. 

7. Applicant's arguments with respect to claims 23 and 25 have been fully 
considered but they are not persuasive. 

The applicant argued that Gvozdic fails to disclose "an end cap for covering the 
port of the ink cartridge sterile and being releasably mounted to said ink cartridge" and 
"said ink cartridge is substantially flexible to permit the operator to manually deform said 
ink cartridge by direct engagement of said ink cartridge with a hand of the operator". 
However, these arguments are not persuasive. 

With regards to the end cap being releasably mounted to the cartridge, it is noted 
that the claim does not specifically recite what type of connection is provided between 
the end cap and the cartridge, whether it is a direct connection or an indirect 
connection. As such, the device of Gvozdic anticipates the invention, as currently 
recited in the claim, since the endcap is mounted indirectly to the ink cartridge via the 
needle. 
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With regards to tlie ink cartridge being flexible to permit direct engagement of 
said cartridge by a hand of a user, it is noted that this is a mere functional limitation. 
The structure implied by this limitation is that the ink cartridge is flexible. As stated 
above, the ink cartridge of Gvozdic is flexible. It is also fully capable of being 
manipulated by a user's hand without the use of handle 14. Handle 14 uses a plunger 
to press against the side of the cartridge. This force can easily be simulated by 
pinching the cartridge with a user's fingers. It is noted that a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darwin P. Erezo whose telephone number is (571)272- 
4695. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571 ) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Darwin P. Erezo/ 

Primary Examiner, Art Unit 3773 



